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n ^*"L hG MAiL!NG DA TE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



. MONTH(S) FROM 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^"-lISm^j^TII^ T Nab,e . und f* he P[ ovisions of 37 CFR 1 -136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

" !l Ln S £f a JT is '?! S Xhan ^ (30) days ' a ***** within the s{atu{ °^ minimum of tnirt Y (30) days will be considered timely 

- \t NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailinq date of this communication 

- Failure o reply with.n the set or extended period for reply will, by statute, cause the application to become ABANDONED U35 U S C Tl 33) C ° mmUniCatl ° n - 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment See 37 CFR 1.704(b). y 

Status 

1 )IEI Responsive to cornmunication(s) filed on 31 October 2003 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-4 and 20-23 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) |EI Claim(s) 20^23 is/are allowed. 

6) [x] Claim(s) 1^4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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9) D The specification is objected to by the Examiner. 
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Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 
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3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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1 ) Claims 1 to 4 and 20 to 23 are pending in the instant application. Claim 1 
has been amended and claims 20 to 23 have been added as requested by Applicant in 
the correspondence filed 28 October of 2003. 

2) A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1 .1 14, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
28 October of 2003 has been entered. 

3) Any objection or rejection of record that is not expressly repeated in this 
action has been overcome by Applicant's response and withdrawn. 

4) The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

5) Claims 20 to 23 are allowable as currently written. 

6) Claims 1 to 4 stand rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by the Wouters et al. publication ( Biochem. Pharm. 33(24 ):4039-4044, 1984) 
for those reasons of record in section 9 of Paper Number 8. Applicant traverses this 
rejection on the premise that the limitation "obtained from a cell that expresses an 
exogenous gene encoding" the receptor recited therein distinguishes that claimed 
membrane preparation from the microsomal fraction of the Wouters et al. Because the 
presence of a recombinant gene in a host cell does not inherently alter the composition 
of the membrane of that cell then this is simply a process limitation that does not further 
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limit the claimed product. See M.P.E.P. 21 13 and Ex parte Gray, 10 USPQ2d 1922 
(Bd. Pat. App. & Inter. 1989) (The prior art disclosed human nerve growth factor (b- 
NGF) isolated from human placental tissue. The claim was directed to b-NGF produced 
through genetic engineering techniques. The factor produced seemed to be 
substantially the same whether isolated from tissue or produced through genetic 
engineering. While the applicant questioned the purity of the prior art factor, no concrete 
evidence of an unobvious difference was presented. The Board stated that the 
dispositive issue is whether the claimed factor exhibits any unexpected properties 
compared with the factor disclosed by the prior art. The Board further stated that the 
applicant should have made some comparison between the two factors to establish 
unexpected properties since the materials appeared to be identical or only slightly 
different.). 

Applicant urges that there is no evidence that the microsomal preparation of 
Wouters et al. contains a D2 dopamine receptor comprising an amino acid sequence of 
the instant claims. Applicant is advise that one of the membrane preparations of 
Wouters et al. was prepared from rat "striata". Inherency is a question of fact. It is a 
matter of fact that mammalian striatum contains both D1 and D2 dopamine receptors. 
This assertion of fact is support by the initial statement in the "DISCUSSION" section of 
Wouters et al., which states that "D 2 -Dopamine receptors were solubilized from dog, rat 
and human brain using a mixture of cholate and salt". There is no evidence of record 
that supports a conclusion that D2 dopamine receptors are not present in rat striatum. 
Further, there is no evidence of record that rats contain more than one species of D2 
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dopamine receptor in their striatum. The text on page 13 of the instant specification 
states that "a cDNA encoding the rat D 2 dopamine receptor was identified and 
isolated". Because Wouters et al. expressly stated that the preparation described 
therein contained rat D2 dopamine receptors and Applicant has claimed to have 
isolated a cDNA encoding "the" rat D 2 dopamine receptor one would have to conclude 
that Applicant's cDNA encodes the D2 dopamine receptors described by Wouters et al., 
in the absence of evidence to the contrary. In the absence of evidence that a rat D 2 
dopamine receptor of the instant invention is not expressed in striatum, the evidence of 
record supports the conclusion that the instant claims are anticipated by the Wouters et 
al. publication. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John D. Ulm whose telephone number is (571) 272- 
0880. The examiner can normally be reached on 9:00AM to 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on (571) 272-0871. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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